The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 and 3 through 14, which are all of the
claims remaining in this application. Caim2 has been

cancel ed.

Appel lant’s invention is directed to a balloon catheter
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having a lumen with a port proximl of the balloon through

whi ch therapeutic or diagnostic agents nay be delivered
(specification, page 1, clains 1, 3 and 4). In addition,
appel l ant’ s invention involves a vaso-occl usive agent delivery
assenbly (clains 5 through 8 and 14), a nethod for delivering
a vaso-occl usive agent to a desired occlusion site in the body
(clainms 9 through 12), and a nethod for isolating a desired
site in the body for fluid communication with a port in a
catheter (claim13). Independent clains 1, 5, 9 and 13 are
representative of the subject matter on appeal and a copy of
those clains may be found in the Appendix to appellant’s

bri ef.

The prior art references relied upon by the exam ner in

rejecting the appeal ed clains are:

Sanson 5, 304, 198 Apr. 19,
1994
Goy 5,413,581 May 9,
1995

Sugawara et al. (Sugawara), “Experinental |nvestigations
Concerning a New Liquid Enbolization Method: Conbi ned
Adm ni stration of Ethanol -estrogen and Pol yvi nyl Acetate,” 33
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Neurol. Med. Chir., 71-76 (Tokyo, February, 1993).

Clainms 1, 3, 4 and 13 stand rejected under 35 U. S. C

8 103(a) as being unpatentabl e over Sanson in view of Coy.
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Clainms 5 through 12 and 14 stand rejected under 35 U.S. C
8§ 103(a) as being unpatentable over Samson in view of Goy and

Sugawar a. !

Rat her than attenpt to reiterate the examner's ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel |l ant
regarding the rejections, we nake reference to the examner's
answer (Paper No. 21, nmailed March 17, 1999) for the reasoning
in support of the rejections, and to appellant’s brief (Paper
No. 20, filed Decenber 28, 1998) for the argunents

t her eagai nst .

CPI NI ON

'Regarding the examner’s final rejection of claim?7 under
35 U.S.C. 8 112, second paragraph, in Paper No. 14 (nail ed
March 18, 1998), it appears from appellant’s comments in the
brief (page 4) that this rejection is considered to be “not
under appeal” and that appellant has acqui esced in the
exam ner’s position regarding the rejection and will at sone
|ater point in tinme amend claim7 to overcone the rejection.
Based on appellant’s comments, we consider that the appeal as
to this rejection has been wi thdrawn by appellant and that the
8§ 112 rejection is not before us for review
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In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow

Prior to our treatnent of the examiner’s rejections on
appeal, we note that on page 4 of the brief appellant has

i ndi cated, under the heading “CGROUPING OF CLAIMS,” that clains

1, 3, 4 and 13 stand or fall together, and that clainms 5
through 12 and 14 |i kew se stand or fall together.

Accordingly, in our discussions belowwe wll focus on

i ndependent clains 1 and 5, deciding the issues on appeal on
the basis of those clains alone. As desired by appellant,
claims 3, 4 and 13 will stand or fall together with claim1l,
while claims 6 through 12 and 14 will stand or fall with claim

5.

Looking first at the examner’s rejection of claim1l
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Sanson in
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view of Goy, we note that on page 4 of the answer the exam ner
has urged that Sanson di scl oses a nedical catheter |ike that
depicted in appellant’s invention “except for the delivery
lumen with a delivery port proximal to the balloon.” To
account for this difference the examner turns to Goy, noting
that Goy teaches a balloon dilation catheter used for delivery
of drugs and/or contrast nediumto the vascul ature systemyvia
a second lunmen (9) in the catheter which has a delivery port
or opening (10) located proximal to the balloon (22) so as to
all ow access to and treatnent of blood vessels that branch
frommain bl ood vessels. Fromthese teachings, the exam ner
concludes that it woul d have been obvious to one of ordinary
skill in the art at the tinme of appellant’s invention to
provi de a separate lunmen for drug and contrast materi al
delivery in the catheter of Sanmson with a delivery port

proxi mal to the balloon as taught by Goy “since Goy teaches
that it is desired in the art of balloon angioplasty to
provide a delivery lunmen and port proximal the ball oon so one
can access the branched bl ood vessels for treatnent thereof
and since Goy further teaches that balloon catheters can have
separate lunens for the guidewire and for infusion of drugs or
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other materials” (answer, page 4).

Based on our evaluation of the collective teachings of
Sanson and Goy fromthe perspective of one of ordinary skil
inthe art at the tinme of appellant’s invention, we are in
agreenent with the exam ner. Appellant’s position (brief,
pages 6-7) that Goy is limted in its teaching to providing an
addi ti onal open-ended | unmen for introduction of contrast nedia
or drugs so as to overcone the di sadvantage therein of a
catheter having a closed distal end, and thus woul d not have
provi ded any notivation, nmuch | ess a suggestion, for nodifying
t he open-ended dil ation catheter of Samson to include an
addi tional open-ended lunmen as in Goy, is unpersuasive. In
this regard, we point to the teaching found in Goy at col umm
2, lines 49-52, that the catheter therein nmakes it possible to
carry out, independently of one another, nmeasurenents or
infusions via the additional |lunen and control of the pressure
in the balloon via the first lunen. In our opinion, this
teaching in the Goy reference woul d have provided anple
notivation and suggestion to one of ordinary skill in the art
for providing the catheter of Sanson with an additional |unen
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(9, 10) as in Goy so as to permt neasurenents and/or

i ndependent infusions of drugs or other treatnment materials
into the vascul ature via the additional |umen while at the

sane time allowing control of the pressure in the inflated

bal | oon via the

inflation/wire lunmen of Samson during a balloon angiopl asty
procedure |ike that nmentioned in colum 5, |ines 18-22, of

Sanson.
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Accordingly, we will sustain the exam ner’s rejection of
i ndependent claim1 under 35 U.S.C. 8§ 103(a) based on the
conbi ned teachings of Sanmson and Goy. G ven appellant’s
groupi ng of the clainms noted above, it follows that clains 3,

4 and 13 will fall with claim1.

As for the examner’'s rejection of clains 5 through 12
and 14 under 35 U. S.C. § 103(a) as being unpatentabl e over
Sanson in view of Goy and Sugawara, we observe that appell ant
has again argued that there is no notivation to nodify the
cat heter of Sanson by adding an additional distally open-ended
lumen as disclosed in Goy. |In addition, appellant has noted
t hat al t hough Sugawara does nention the use of a dual |unen
catheter, it does not describe or show the structure of that
devi ce. Thus, appellant concludes that the conbination of
Sanson and Goy in view of Sugawara does not render the
invention of claims 5 through 12 and 14 on appeal obvi ous.

For the reasons which we have set forth above in regard to the
exam ner’s rejection of claiml1l, we are of the view that the
conbi ned teachings of the applied references would have
rendered obvious the subject matter of claim5 on appeal. In
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this regard, we note that appellant has not disputed the

exam ner’ s conbi nati on of Sugawara with the teachings of
Sanson and Goy, but has instead nerely relied upon the sane
argunment presented above that Sanson and Goy do not provide
any reason, suggestion or notivation for conbining their

t eachi ngs; an argunent that we have already found

unper suasi ve. Accordingly, the examner’s rejection of claim5b
under 35 U.S.C. 8§ 103(a) will |ikew se be sustained. G ven
appel lant’s grouping of the clains (brief, page 4), it follows

that clainms 6 through 12 and 14 will fall with claimb5.

In light of the foregoing, the decision of the exam ner
to reject clains 1, 3, 4 and 13 under 35 U. S.C. § 103(a) as
bei ng unpatentabl e over Sanmson in view of Goy is affirned, as
is the examner’s decision to reject clainms 5 through 12 and
14 under 35 U.S.C. § 103(a) as being unpatentabl e over Samson

in view of Goy and Sugawar a.

Under the provisions of 37 CFR 8 1.196(b), we also enter
the foll owi ng new ground of rejection against clains 5 through

8 and 14 on appeal .
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Clainms 5 through 8 and 14 are rejected under 35 U. S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appell ant regards as the invention. |In particular, we
observe that there is no proper antecedent basis in claimb5
for “said catheter” or “said nedical catheter” as set forth in
line 2 of claimb5. W also remnd appellant of the need to
anend claim7 to overcone the |ack of a proper antecedent

basis for “said guidewire lunen” in that claim

In addition to affirmng the examner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8 1. 196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Qct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Oct. 21, 1997)). 37 CFR 8§ 1.196(b) provides that “[a]
new ground of rejection shall not be considered final for

pur poses of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)

provi des:
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(b) Appellant may file a single request for
rehearing within two nonths fromthe date of
the original decision

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37

CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of
the clains so rejected or a showi ng of facts
relating to the clains so rejected, or both,
and have the matter reconsidered by the
exam ner, in which event the application wll
be remanded to the exam ner

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
sanme record .

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in

order to preserve the right to seek review under 35 U S.C. 88
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141 or 145 with respect to the affirnmed rejections, the
effective date of the affirmance is deferred until concl usion
of the prosection before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejections

are overcone.

| f the appellant elects prosection before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirned rejections, including any tinely

request for rehearing thereof.

No time period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR 8§

1.136(a).

AFFI RVED, 37 CFR § 1.196(b)

| AN A. CALVERT )
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Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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E. THOVAS WHEELOCK
Morrison & Foerster
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